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Office Action Summary 



Application No. 

09/600,732 



Examiner 

Suryaprabha Chunduru 



Applicant(s) 

SMITS ET AL. 



Art Unit 

1637 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty {30} days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1)H Responsive to communication(s) filed on 29 January 2002 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 0 Claim(s) 29-64 is/are pending in the application. 

4a) Of the above claim(s) 50-64 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) El Claim(s) 29-49 is/are rejected, 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1-D Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



1 . The Information Disclosure Statement (Paper No. 9) filed on October 29. 2001 has been 
entered. 

2. Applicant's election with traverse of Group I (claims 29-49) in Paper No. 9 is acknowledged. 
The traversal is on the ground(s) that the claimed sequences of the invention was improper 
because lack of unity was done based on category Y reference of European search report. This is 
found persuasive. However, based on reference Van Loo et al. USPN. 5,660,872, (see column 5. 
li nes 5_44, an d column 8, lines 22-32) cited in the following rejection under 35 U.S.C. 103(a), 
anticipates the product claims (instant claims 50-52), since it teaches a chicory inulin with less 
than 8% mono- and disaccharides (see column 8, lines 22-32). Hence the lack of unity 
requirement is maintained herein. 

3. Claims 29-49 in Group I are considered for examination in this office action. Claims 50-64 
are withdrawn from further consideration. 



4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

a. Claims 29-49 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The instant claim 29 recites W FEH gene' / *DP' which makes the claim 
indefinite and unclear for what the terms *FE1T and 'DP' are meant for. Amendment of the 
claim to properly recite the term would obviate the rejection. 



Claim Rejections - 35 USC §112 
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b. Claims 29-49 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential elements, such omission amounting to a gap between the elements. See 
MPEP§ 2172.01. 

Method claims require a last step or phrase in the last step that states the accomplishment 
of the goals for the method, which were stated in the method's preamble. Claim 29 lacks such a 
last step (how a chicory inulin is manufactured from chicory roots) and is confusing because the 
additional method step is not sufficiently set forth. While minute details are not required in 
method claims, at least the basic steps must be recited in a positive, active fashion. See Ex parte 
Erlich , 3 USPQ2dl01 1, p. 101 1 (Bd. Pat. App. Int. 1986). It is suggested that an amended claim 
more clearly describing the intended steps be submitted. 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a). the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (0 or (g) prior art under 35 U.S.C. 103(a). 
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Claims 29-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wim Van 
Den Knde et al. (Plant Physiol, Vol. 149: 43-50, 1996) and in view of Van Loo et al. (USPN. 
5.660,872). 

Wim Van Den Ende et al. teach a process for synthesizing fructan (inulin) from chicory 
roots wherein Wim Van Den Ende et al. disclsose that (i) the source material for the process are 
roots of chicory grown in appropriate regions and processed under proper climatological 
temperature which has not triggered fructan exohydroxylase (FEH) in chicory roots (see page 44, 
column 1, paragraphs 1-4, page 47, column 1, paragraph 2); (ii) chicory roots were grown for a 
period of at least 1 50 days- 1 80 days and the period selected from periods ranging from June 1 , 
to December 1 (see page 44, paragraph 4); (iii) inulin was obtained with a standard grade chicory 
insulin with degree of polymerization (DP) ranging from 6-13 (see page 44, column 2. paragraph 
1, and page 45, column 1, paragraph 1-3). However, Wim Van Den Ende et al. did not teach 
obtaining low sugar standard grade or high performance grade chicory inulin with DP ranging 
from at least 10-20. 

Van Loo et al. teach a method for producing inulin free with low molecular weight 
polysacharrides (sugars) wherein Van loo et al. disclose that the method comprises isolation of 
inulin from chicory roots with hot water to obtain aqueous solution of inulin, purification of 
inulin followed by concentrating the inulin solution by partial removal of water (see column 1 1 , 
lines 47-62); the method also comprises obtaining inulin free of mono-and disacharrides, drying 
inulin to a particulate form (see column 12, lines 1-67, column 13, lines 1-17). Van Loo et al. 
further discloses obtaining inulin free of low molecular weight polysacharrides with DP greater 
than 5 (column 5. lines 5-44). 
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Therefore, it would have been prima facie obvious to a person of ordinary skill in the 
art at the time the invention was made, to modify a process for synthesizing chicory inulin as 
taught by Wim Van Den Ende et al. with the method of obtaining chicory inulin as taught by 
Van Loo et al. to achieve expected advantage of developing a process for manufacturing chicory 
inulin from chicory roots because Wim Van Den Ende et al. states that "seasonal changes in the 
biochemistry of fructan storing organs has been largely focused on the examination of changes in 
the stored carbohydrates. The observed changes in carbohydrate concentrations five-fold 
increase in fructose concentration) very well correlate w ith a breakdown of high DP fructans. 
The shift from high DP fructans from low DP fructans could be due to the action of FFT using 
low molecular weight carbohydrates as acceptors (see page 47, column 2, paragraph 2, and page 
48, column 2, paragraph 2). One alternative form of obtaining high DP fructan, expressly 
motivated by Van Loo et al. is to reduce low^ molecular weight sugars in fructan, to provide 
improved nutritional value of inulin. An ordinary practitioner would have been motivated to 
combine the method of Wim Van Den Ende et al with the method of Van Loo et al. in order to 
achieve the expected advantage of developing an improved process of preparing chicory inulin. 
No claims are allowable. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 703-305- 
1004. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 119. The fax phone numbers for the 
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organization where this application or proceeding is assigned are 703-308-0294 for regular 
communications and - for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Suryaprabha Chunduru 
March 22, 2002 




JEFFREY FREDMAN 
PRIMARY EXAMINER 



